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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set forth in 37 
CFR 1 .17(e), was filed in this application after final rejection. Since this application is eligible 
for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) has 
been timely paid, the finality of the previous Office action has been withdrawn pursuant to 37 
CFR 1.114. Applicant's submission filed on March 30, 2009 has been entered. 

Status of Claims 

2. This action is in reply to the amendment filed on 02 December 2009. 

3. Claims 1, 3, 8, 10, 12, 14, 16, 23, 25, 29, 31, 33 and 35 have been amended. 

4. Claim 36 has been canceled. 

5. Claims 1, 3, 5-12, 14-16, 18, 20-27, 29-33 and 35 are currently pending and have been examined. 

Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

7. The 35 U.S.C. 101 rejection for claims 1-15 and 35-36 have been withdrawn in light of 
applicant's amendment. 

Claim Rejections - 35 USC §112 

8. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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9. Claims 1 , 1 6 & 35 (and all claims dependent on these claims) are rejected under 35 
U.S.C. 1 12, second paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. The applicant's 
claim language calls for selection of the consequent step, from a group of steps including the 
"current step, a prior step, and a future step". The Examiner points out that the claim 
language does not account for a scenario where there is no "prior step" because the 
invention is at the initial step. In addition the claim language fails to disclose a scenario 
where there is no "future step" because the invention is at the final step of the procedure. 
The applicant's claims are vague and indefinite as to the meaning of these limitations. 

Claim Rejections - 35 USC §103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 1 . The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 
nonobviousness. 

12. Claims 1, 3, 5-12, 14-16, 18, 20-27, 29-33 and 35 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Malackowski etal. (US 2003/0093103 A1) (hereinafter Malackowski) 
in view Van Der Brug (US 5954648) (hereinafter Van Der Brug) of in further view of 
DiGioia et al. (US 620541 1 B1 ) (hereinafter DiGioia). 
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Malackowski as shown, discloses the following limitations: 

• providing a computer navigation system that implements the multi-step procedure wherein the 
computer navigation system performs the steps; (see at least Malackowski Claim: 15 & 16) 

• determining the consequent step within the multi-step surgical procedure based on the identity of the 
component and the particular step; (see at least Malackowski [0087]) 

• wherein the computer navigation system selects the consequent step from a group of steps of the 
multi-step surgical procedure including at least a current step, a prior step, and a future step; (see at 
least Malackowski [0154-0158]) 

• based on the consequent step; (see at least Malackowski Claim: 15 & 16) 
Malackowski does not disclose the following limitation, however Van Der Brug, as shown, does: 

• identifying a multi-step surgical procedure; (see at least Van Der Brug Column: 1 Lines:23-67 
Column:2 Lines:1-50) 

• identifying a component usable in the multi-step procedure; (see at least Van Der Brug 
Column:1 Lines:23-28) 

• automatically jumping to and displaying a representation related to the consequent step on a 
display unit without direct interaction between a user and a computer system; (see at least 
Van Der Brug Fig. Items 4,5,8 & related text) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to combine the 
limitations of Van Der Brug to Malackowski with the motivation to provide an improved method and system for 
image guided multi-step medical procedure invention, (see at least Van Der Brug Column: 1 Lines:50-67 
Column:2 Lines:1-67 Column:3 Lines:1-47) 

While Malackowski/Van Der Brug does not specifically disclose "automatically jumping to and . . . without 
direct interaction between a user and a computer system", Examiner points out that as discussed in MPEP § 
2144, if the facts in a prior legal decision are sufficiently similar to those in an application under examination, 
the examiner may use the rationale used by the court. Examples directed to various common practices which 
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the court has held normally require only ordinary skill in the art and hence are considered routine expedients 
are discussed below. If the applicant has demonstrated the criticality of a specific limitation, it would not be 
appropriate to rely solely on case law as the rationale to support an obviousness rejection. 

In re Venner, 262 F.2d 91, 95, 120 USPQ 193, 194 (CCPA 1958) (Appellant argued that claims to a 
permanent mold casting apparatus for molding trunk pistons were allowable over the prior art because the 
claimed invention combined "old permanent-mold structures together with a timer and solenoid which 
automatically actuates the known pressure valve system to release the inner core after a predetermined time 
has elapsed." The court held that broadly providing an automatic or mechanical means to replace a manual 
activity which accomplished the same result is not sufficient to distinguish over the prior art. 

"The routine addition of modern electronics to an otherwise unpatentable invention typically creates a 
prima facie case of obviousness. Moreover, there is no pertinent evidence of secondary considerations 
because the only evidence offered is of long-felt need for the unpatentable mental process itself, not long-felt 
need for the combination of the mental process and a modem communication device or computer." In re 
Comiskey, 499 F. 3d 1365, 84 U.S.P.Q. 2d 1670 (Fed. Cir. 2007) 

Malackowski/Van Der Brug do not disclose the following limitation, however DiGioia, as shown, does: 

• identifying the particular step within the multi-step procedure; (see at least DiGioia Column:8 Lines:4- 
12) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to add the feature 
of DiGioia into Malackowski/Van Der Brug with the motivation to provide an improved method and system for 
assessing, identifying, and planning the appropriate steps for a medical procedure, (see at least DiGioia 
Column:5 Lines: 57-67 Column:6 Lines:1-8) 
Claim 3 

The combination of Malackowski/Van Der Brug/DiGioia discloses all the limitations of Claim 1. 
Van Der Brug further discloses the following limitation: 

• wherein the consequent step is selected based further on the location of the company in the 
surgical field; (see at least Malackowski [0154-0158]) 
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Malackowski does not disclose the following limitation, however Van Der Brug, as shown, does: 

• identifying a particular location of the component within a surgical field; (see at least Van De 
Berg Column: 3, line 57 to column 4, line 6) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to combine the 
limitations of Van Der Brug to Malackowski/Van Der Brug/DiGioia with the motivation to provide an improved 
method and system for image guided multi-step medical procedure invention, (see at least Van Der Brug 
Column:1 Lines:50-67 Column:2 Lines:1-67 Column:3 Lines:1-47) 
Claim 5 

The combination of MalackowskiA/an Der Brug/DiGioia discloses all the limitations of Claim 1. 
Van Der Brug further discloses the following limitation: 

• the component is a multipart component capable of self identifying the component's 
composite parts (see at least Van De Berg Figure Items: 1 ,3,10 as well as related text) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to combine the 
limitations of Van Der Brug to Malackowski/Van Der Brug/DiGioia with the motivation to provide an improved 
method and system for image guided multi-step medical procedure invention, (see at least Van Der Brug 
Column:1 Lines:50-67 Column:2 Lines:1-67 Column:3 Lines:1-47) 
Claim 6 

The combination of Malackowski/Van Der Brug/DiGioia discloses all the limitations of Claim 5. 
Van Der Brug further discloses the following limitation: 

• the multipart component is a tool with an attached device wherein the tool can identify the 
attached device (see at least Van De Berg Figure Items: 1,3, 10) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to combine the 
limitations of Van Der Brug to Malackowski/Van Der Brug/DiGioia with the motivation to provide an improved 
method and system for image guided multi-step medical procedure invention, (see at least Van Der Brug 
Column:1 Lines:50-67 Column:2 Lines:1-67 Column:3 Lines:1-47) 
Claim 7 
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The combination of Malackowski/Van Der Brug/DiGioia discloses all the limitations of Claim 5. 
Van Der Brug further discloses the following limitation: 

• the multipart component is a tool with an attached device wherein the attached device is 
separately identifiable; (see at least Van De Berg Figure Items: 1 ,3,10) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to combine the 
limitations of Van Der Brug to Malackowski/Van Der Brug/DiGioia with the motivation to provide an improved 
method and system for image guided multi-step medical procedure invention, (see at least Van Der Brug 
Column:1 Lines:50-67 Column:2 Lines:1-67 Column:3 Lines:1-47) 
Claim 8 

The combination of MalackowskiA/an Der Brug/DiGioia discloses all the limitations of Claim 3. 
Van Der Brug further discloses the following limitation: 

• the identification of a particular location is tracked by a computer navigation system, (see at 
least Van De Berg Column:1 Lines:52-58) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to combine the 
limitations of Van Der Brug to Malackowski/Van Der Brug/DiGioia with the motivation to provide an improved 
method and system for image guided multi-step medical procedure invention, (see at least Van Der Brug 
Column:1 Lines:50-67 Column:2 Lines:1-67 Column:3 Lines:1-47) 
Claim 9 

The combination of Malackowski/Van Der Brug/DiGioia discloses all the limitations of Claim 1. 
Malackowski further discloses the following limitation: 

• configuring the consequent step with a parameter of the component, (see at least 
Malackowski [0077]) 

Claim 10 

The combination of Malackowski/Van Der Brug/DiGioia discloses all the limitations of Claim 1. 
Malackowski further discloses the following limitation: 
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• the consequent step further comprises a warning that the component is inappropriate for the 
particular step (see at least Malackowski [0078]) 

Claim 11 

The combination of MalackowskiA/an Der Brug/DiGioia discloses all the limitations of Claim 1. 
Van Der Brug further discloses the following limitation: 

• the consequent step includes controlling a piece of auxiliary apparatus, (see at least Van De 
Berg Column:4 Lines:44-46) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to combine the 
limitations of Van Der Brug to Malackowski/Van Der Brug/DiGioia with the motivation to provide an improved 
method and system for image guided multi-step medical procedure invention, (see at least Van Der Brug 
Column:1 Lines:50-67 Column:2 Lines:1-67 Column:3 Lines:1-47) 
Claim 12 

The combination of Malackowski/Van Der Brug/DiGioia discloses all the limitations of Claim 1. 
Malackowski further discloses the following limitations: 

• identifying an additional component and (see at least Malackowski [01 65]) 

• wherein the determination of the consequent step is based on the identity of the component, 
the identity of the additional component, and the particular step (see at least Malackowski 
[0087]) 

Claim 14 

The combination of Malackowski/Van Der Brug/DiGioia discloses all the limitations of Claim 1. 
Van Der Brug further discloses the following limitation: 

• the multi-step surgical procedure is a computer controlled and directed surgical procedure; 
(see at least Van De Berg Column: 1 Lines:26-30) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to combine the 
limitations of Van Der Brug to Malackowski/Van Der Brug/DiGioia with the motivation to provide an improved 
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method and system for image guided multi-step medical procedure invention, (see at least Van Der Brug 
Column:1 Lines:50-67 Column:2 Lines:1-67 Column:3 Lines:1-47) 
Claim 15 

The combination of MalackowskiA/an Der Brug/DiGioia discloses all the limitations of Claim 1. 
Malackowski further discloses the following limitations: 

• a database of user preferences and (see at least Malackowski [0072]) 

• wherein the determining step is based on the database, the identity of the component, and 
the particular step (see at least Malackowski [0087]) 

Malackowski does not disclose the following limitation, however Van Der Brug, as shown, does: 

• identifying a multi-step surgical procedure; (see at least Van Der Brug Column: 1 Lines:23-67 
Column:2 Lines:1-50) 

• identifying a component usable in the multi-step procedure; (see at least Van Der Brug 
Column:1 Lines:23-28) 

• automatically jumping to and displaying a representation related to the consequent step on a 
display unit without direct interaction between a user and a computer system; (see at least 
Van Der Brug Fig. Items 4,5,8 & related text) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to combine the 
limitations of Van Der Brug to Malackowski with the motivation to provide an improved method and system for 
image guided multi-step medical procedure invention, (see at least Van Der Brug Column: 1 Lines:50-67 
Column:2 Lines:1-67 Column:3 Lines:1-47) 

While Malackowski/Van Der Brug does not specifically disclose "automatically jumping to and . . . without 
direct interaction between a user and a computer system", Examiner points out that as discussed in MPEP § 
2144, if the facts in a prior legal decision are sufficiently similar to those in an application under examination, 
the examiner may use the rationale used by the court. Examples directed to various common practices which 
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the court has held normally require only ordinary skill in the art and hence are considered routine expedients 
are discussed below. If the applicant has demonstrated the criticality of a specific limitation, it would not be 
appropriate to rely solely on case law as the rationale to support an obviousness rejection. 

In re Venner, 262 F.2d 91, 95, 120 USPQ 193, 194 (CCPA 1958) (Appellant argued that claims to a 
permanent mold casting apparatus for molding trunk pistons were allowable over the prior art because the 
claimed invention combined "old permanent-mold structures together with a timer and solenoid which 
automatically actuates the known pressure valve system to release the inner core after a predetermined time 
has elapsed." The court held that broadly providing an automatic or mechanical means to replace a manual 
activity which accomplished the same result is not sufficient to distinguish over the prior art. 

"The routine addition of modern electronics to an otherwise unpatentable invention typically creates a 
prima facie case of obviousness. Moreover, there is no pertinent evidence of secondary considerations 
because the only evidence offered is of long-felt need for the unpatentable mental process itself, not long-felt 
need for the combination of the mental process and a modem communication device or computer." In re 
Comiskey, 499 F. 3d 1365, 84 U.S.P.Q. 2d 1670 (Fed. Cir. 2007) 

Malackowski/Van Der Brug do not disclose the following limitation, however DiGioia, as shown, does: 

• identifying the particular step within the multi-step procedure; (see at least DiGioia Column:8 Lines:4- 
12) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to add the feature 
of DiGioia into Malackowski/Van Der Brug with the motivation to provide an improved method and system for 
assessing, identifying, and planning the appropriate steps for a medical procedure, (see at least DiGioia 
Column:5 Lines: 57-67 Column:6 Lines:1-8) 

Claim 16 

Malackowski as shown, discloses the following limitations: 

• means for identifying a component usable in the multi-step surgical procedure; (see at least 
Malackowski [0045]) 
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• means for determining the consequent step within the multi-step surgical procedure based on the 
identity of the component and the particular step; (see at least Malackowski [0087]) 

• wherein the consequent step is selected from a group of steps including at least a current step, a 
prior step, and a future step; (see at least Malackowski [0154-0158]) 

• based on the consequent step; (see at least Malackowski Claim: 15 & 16) 

Malackowski does not disclose the following limitations, however Van Der Brug, as shown, does: 

• means for . . . automatically jumping to and displaying representation related to the 
consequent step without direct interaction between a user and the computer navigation 
system; (see at least Van Der Brug Fig. Items 4,5,8 & related text) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to combine the 
limitations of Van Der Brug to Malackowski with the motivation to provide an improved method and system for 
image guided multi-step medical procedure invention, (see at least Van Der Brug Column: 1 Lines:50-67 
Column:2 Lines:1-67 Column:3 Lines:1-47) 

While Malackowski/Van Der Brug does not specifically disclose "automatically jumping to and . . . without 
direct interaction between a user and a computer system", Examiner points out that as discussed in MPEP § 
2144, if the facts in a prior legal decision are sufficiently similar to those in an application under examination, 
the examiner may use the rationale used by the court. Examples directed to various common practices which 
the court has held normally require only ordinary skill in the art and hence are considered routine expedients 
are discussed below. If the applicant has demonstrated the criticality of a specific limitation, it would not be 
appropriate to rely solely on case law as the rationale to support an obviousness rejection. 

In re Venner, 262 F.2d 91, 95, 120 USPQ 193, 194 (CCPA 1958) (Appellant argued that claims to a 
permanent mold casting apparatus for molding trunk pistons were allowable over the prior art because the 
claimed invention combined "old permanent-mold structures together with a timer and solenoid which 
automatically actuates the known pressure valve system to release the inner core after a predetermined time 
has elapsed." The court held that broadly providing an automatic or mechanical means to replace a manual 
activity which accomplished the same result is not sufficient to distinguish over the prior art. 



Application: 10/743,443 
Art Unit: 3686 



Paper No. 20100426 
Page 12 



"The routine addition of modern electronics to an otherwise unpatentable invention typically creates a 
prima facie case of obviousness. Moreover, there is no pertinent evidence of secondary considerations 
because the only evidence offered is of long-felt need for the unpatentable mental process itself, not long-felt 
need for the combination of the mental process and a modern communication device or computer." In re 
Comiskey, 499 F. 3d 1365, 84 U.S.P.Q. 2d 1670 (Fed. Cir. 2007) 

Malackowski/Van Der Brug do not disclose the following limitation, however DiGioia, as shown, does: 

• means for identifying the particular step within the multi-step procedure; (see at least DiGioia 
[0131]) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to add the feature 
of DiGioia into Malackowski/Van Der Brug with the motivation to provide an improved method and system for 
assessing, identifying, and planning the appropriate steps for a medical procedure, (see at least DiGioia 
Column:5 Lines: 57-67 Column:6 Lines:1-8) 
Claim 18 

The combination of Malackowski/Van Der Brug/DiGioia discloses all the limitations of Claim 16. 
Van Der Brug further discloses the following limitation: 

• means for identifying a particular location of the component and wherein the third circuit 
determines the consequent step based on the location, the identity of the component, and the 
context, (see at least Van De Berg Column:3&4 Lines:57-60 & 2-6) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to combine the 
limitations of Van Der Brug to Malackowski/Van Der Brug/DiGioia with the motivation to provide an improved 
method and system for image guided multi-step medical procedure invention, (see at least Van Der Brug 
Column:1 Lines:50-67 Column:2 Lines:1-67 Column:3 Lines:1-47) 

Malackowski/Van Der Brug does not disclose the following limitation, however DiGioia, as shown 
does: 

• wherein the means for determining determines the consequent step based on the location, 
the identity of the component and particular step (see at least DiGioia [0131]) 
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It would have been obvious to one of ordinary skill in the art at the time of the invention to add the feature 
of DiGioia into Malackowski/Van Der Brug with the motivation to provide an improved method and system for 
assessing, identifying, and planning the appropriate steps for a medical procedure, (see at least DiGioia 
Column:5 Lines: 57-67 Column:6 Lines:1-8) 
Claim 20 

The combination of Malackowski/Van Der Brug/DiGioia discloses all the limitations of Claim 16. 
Van Der Brug further discloses the following limitation: 

• the component is a multipart component capable of self identifying the component's 
composite parts (see at least Van De Berg Fig. Items:1 ,3,10 & related text) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to combine the 
limitations of Van Der Brug to Malackowski/Van Der Brug/DiGioia with the motivation to provide an improved 
method and system for image guided multi-step medical procedure invention, (see at least Van Der Brug 
Column:1 Lines:50-67 Column:2 Lines:1-67 Column:3 Lines:1-47) 
Claim 21 

The combination of Malackowski/Van Der Brug/DiGioia discloses all the limitations of Claim 20. 
Van Der Brug further discloses the following limitation: 

• the multipart component is a tool with an attached device wherein the tool can identify the 
attached device (see at least Van De Berg Fig. Items:1,3,10 & related text) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to combine the 
limitations of Van Der Brug to Malackowski/Van Der Brug/DiGioia with the motivation to provide an improved 
method and system for image guided multi-step medical procedure invention, (see at least Van Der Brug 
Column:1 Lines:50-67 Column:2 Lines:1-67 Column:3 Lines:1-47) 
Claim 22 

The combination of Malackowski/Van Der Brug/DiGioia discloses all the limitations of Claim 20. 
Van Der Brug further discloses the following limitation: 
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• the multipart component is a tool with an attached device wherein the attached device 
separately identifiable (see at least Van De Berg Figure Items: 1,3, 10) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to combine the 
limitations of Van Der Brug to Malackowski/Van Der Brug/DiGioia with the motivation to provide an improved 
method and system for image guided multi-step medical procedure invention, (see at least Van Der Brug 
Column:1 Lines:50-67 Column:2 Lines:1-67 Column:3 Lines:1-47) 
Claim 23 

The combination Van Der Brug/Malackowski/DiGioia discloses all the limitations of Claim 18. 
Van Der Brug further discloses the following limitation: 

• means for identifying a particular location of the component (see at least Van Der Brug 
Column:3 Lines:57-65 Column:4 Lines:1-4) 

• component is incorporated within the computer navigation system, (see at least Van De Berg 
Column:1 Lines:52-58 and Figure & related text) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to combine the 
limitations of Van Der Brug to Malackowski/Van Der Brug/DiGioia with the motivation to provide an improved 
method and system for image guided multi-step medical procedure invention, (see at least Van Der Brug 
Column:1 Lines:50-67 Column:2 Lines:1-67 Column:3 Lines:1-47) 
Claim 24 

The combination of Malackowski/Van Der Brug/DiGioia discloses all the limitations of Claim 16. 
Malackowski further discloses the following limitation: 

• means for configuring the consequent step with a parameter of the component, (see at least 
Malackowski [0077]) 

Claim 25 

The combination of Malackowski/Van Der Brug/DiGioia discloses all the limitations of Claim 16 
Malackowski further disclose the following limitation: 
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• the consequent step comprises a warning that the component is inappropriate for the particular step; 
(see at least Malackowski [0078]) 

Claim 26 

The combination of MalackowskiA/an Der Brug/DiGioia discloses all the limitations of Claim 16. 
Van Der Brug further discloses the following limitation: 

• the consequent step includes controlling a piece of auxiliary apparatus, (see at least Van De 
Berg Column:4 Lines:44-46) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to combine the 
limitations of Van Der Brug to Malackowski/Van Der Brug/DiGioia with the motivation to provide an improved 
method and system for image guided multi-step medical procedure invention, (see at least Van Der Brug 
Column:1 Lines:50-67 Column:2 Lines:1-67 Column:3 Lines:1-47) 
Claim 27 

The combination of Malackowski/Van Der Brug/DiGioia discloses all the limitations of Claim 16 
Malackowski further discloses the following limitations: 

• means for identifying an additional component and (see at least Malackowski [0165]) 

• means for determining the consequent step based on the identity of the component, the 
identity of the additional component, and the particular step (see at least Malackowski [0087]) 

Claim 29 

The combination of Malackowski/Van Der Brug/DiGioia discloses all the limitations of Claim 16. 
Van Der Brug further discloses the following limitation: 

• the multi-step surgical procedure is a computer controlled and directed surgical procedure; 
(see at least Van De Berg Column: 1 Lines:26-30) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to combine the 
limitations of Van Der Brug to Malackowski/Van Der Brug/DiGioia with the motivation to provide an improved 
method and system for image guided multi-step medical procedure invention, (see at least Van Der Brug 
Column:1 Lines:50-67 Column:2 Lines:1-67 Column:3 Lines:1-47) 
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Claim 30 

The combination of Malackowski/Van Der Brug/DiGioia discloses all the limitations of Claim 16. 
Malackowski further discloses the following limitations: 

• a database of user preferences and (see at least Malackowski [0072]) 

• means for determining the consequent step based on the database, the identity of the 
component, and the particular step (see at least Malackowski [0087]) 

Claim 31 

The combination of MalackowskiA/an Der Brug/DiGioia discloses all the limitations of Claim 1. 
Malackowski further discloses the following limitations: 

• wherein one or more components needed for each step of the multi-step surgical procedure 
are known (see at least Malackowski [0060] & [0155]) 

Claim 32 

The combination of Malackowski/Van Der Brug/DiGioia discloses all the limitations of Claim 1. 
Malackowski further discloses the following limitations: 

• wherein the particular step and the consequent step relate to different representations on a 
display screen (see at least Malackowski [0157]) 

Claim 33 

The combination of Malackowski/Van Der Brug/DiGioia discloses all the limitations of Claim 1. 
Malackowski further discloses the following limitations: 

• determining whether the component is appropriate for the current step, the prior step, and the 
future step, and if not, wherein the consequent step comprises a warning that the component 
is inappropriate for the multi-step surgical procedure (see at least Malackowski [01 34, 01 54- 
0158]) 

Claim 35 

Van Der Brug as shown, discloses the following limitations: 
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• providing a computer navigation system that implements the multi-step procedure wherein the 
computer navigation system performs the steps of; (see at least Malackowski Claim: 15 & 16) 

• identifying a component usable in the multi-step procedure; (see at least Malackowski 
[0045]) 

• determining the consequent step within the multi-step procedure based on the location, the identity of 
the component, and the particular step; (see at least Malackowski [0087]) 

• wherein the consequent step is selected from a group of steps including at least a current step, a 
prior step, and a future step; (see at least Malackowski [01 54-01 58]) 

• based on the consequent step; (see at least Malackowski Claim: 15 & 16) 

Van Der Brug does not disclose the following limitations, however Malackowski, as shown, does: 

• identifying a multi-step procedure; (see at least Van Der Brug Column:1 Lines:23-67 
Column:2 Lines:1-50) 

• identifying a particular location of the component; (see at least Van De Berg Column: 3, line 
57 to column 4, line 6) 

• displaying a representation related to the consequent step on a display unit; (see at least 
Van Der Brug Fig. Items 4,5,8 & related text) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to combine the 
limitations of Van Der Brug to Malackowski/Van Der Brug/DiGioia with the motivation to provide an improved 
method and system for image guided multi-step medical procedure invention, (see at least Van Der Brug 
Column:1 Lines:50-67 Column:2 Lines:1-67 Column:3 Lines:1-47) 

Van Der Brug/Malackowski do not disclose the following limitation, however DiGioia, as shown, does: 

• identifying a particular step within the multi-step procedure; (see at least DiGioia [0131]) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to add the feature 
of DiGioia into Van Der Brug/Malackowski with the motivation to provide an improved method and system for 
assessing, identifying, and planning the appropriate steps for a medical procedure, (see at least DiGioia 
Column:5 Lines: 57-67 Column:6 Lines:1-8) 
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Response to Arguments 

13. Applicant's arguments filed 02 December 2009 have been fully considered but they are not 
persuasive. 

14. In response to interview between applicant and the Office, Malackowski has been made the 
primary reference. 

15. In response to applicant's stated arguments, all the issues have been addressed in the series 
of Interviews since the applicant filed these arguments. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's disclosure. 

Any inquiry of a general nature or relating to the status of this application or concerning this communication or 
earlier communications from the Examiner should be directed to Rajiv J. Raj whose telephone number is 
(571) 270-3930. The Examiner can normally be reached on Monday-Friday, 7:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the Examiner's supervisor, Jerry O'Connor 
can be reached at 571.272.6787. 

Information regarding the status of an application may be obtained from the Patent Application Information 
Retrieval (PAIR) system. Status information for published applications may be obtained from either Private 
PAIR or Public PAIR. Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://portal.uspto.gov/external/portal/pair <http://pair- 
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direct.uspto.gov >. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866.217.9197 (toll-free). 

Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

or faxed to (571)273-8300. 

Hand delivered responses should be brought to the United States Patent and Trademark 

Office Customer Service Window: 

Randolph Building 
401 Dulany Street 
Alexandria, VA 22314. 



Date: 04/26/10 
/RJR/ 

Patent Examiner Art Unit 3686 



/Vivek D Koppikar/ 

Primary Examiner, Art Unit 3686 



